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condition for allowance; (2) a timely filed^ticl o ADoil th «K^f!T^®"'^'7i1"* f'""^ g^^®^ application in 
Examination (RCE) in compliance with 37 CFR 1 1 u"^ ^ ^P^^' °' ^ *""®'y ^'^'^ Request for Continued 

PERIODFORREPLY [check either a) orb)] 
a) □ The period for reply expires months from the mailing date of the final rejection 

^ not^Si^rSrsS^^^^^^^^ .n 

o™kth,s 

feehSrSS^^^^^^^^^^^ 

fee under 37 CFR 1.17(a) is calculated from: (1) the expiratton dSe of thfihorten^^^^^^^^^ "7°""' °' '^^^ aPP^°Priate extension 

(2) as set forth in (b) above, If checked Any reolv Sed bv thP offir^ i/t»??h 1 "'""^.f '^^'^ "^^'"^"y ^et in the final Office action; or 
timely filed, may reduce any earned pateSm adSent-^'^^^^ -^^'""9 '^^^ of the final rejection, even if' 

' 37''cfZ''ltZ^lr' °" ^^f^^- Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)). to avoid dismissal of the appeal 
2.U The proposed amendment(s) will not be entered because: ^ 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below)- 

(b) □ they raise the issue of new matter (see Note below)- 

^'^°issrL"ireS^^^^^ 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 



3.n Applicant's reply has overcome the following rejection(s): 



. would be allowable if submitted in a separate, timely filed amendment 



7. 



4.n Newly proposed or amended claim(s) _ 
canceling the non-allowable claim(s). 

The status of the clalm(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 24-33 . 
Claim(s) withdrawn from consideration: li^. 
8.n The proposed drawing correction filed on 



JsaO approved or b)\J disapproved by the Examiner. 



90 Note the attached Information Disclosure Statement(s){ PTO-1449) Paper No(s) 
100 Other: 



C>*ntfnua,tion Sheet (PTO-303) 
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Continuation of 5. does NOT place the application in condition for allowance because: Applicant argues that knowing that Mkinase is 
somehow involved in the cell cycle Is sufficient to enable one of skill to make and use it to screen for modulators of the cell cycle. 
Applicant further argues that such screeining assays have a real-world utiity. Applicant additionally points to the Revised Utility Guidelines 
and argues that the office action provides no evidence to refute the teachings of Xu or to suggest that the asserted function is not credible 
or that the invention is inoperative. Applicant further argues that one of skill "would look for changes in the cell cycle to reflect changes in 
Mkinase activity". Applicant states that both antagonists and agonists are desired. Applicant states that knowledge of the precise function 
of Mkinase is not critical to the performance of screens for alterations in the cell cycle. 

Appicant's arguments have been fully considred but, for reasons of record in the office action of paper no. 18, are not found persuasive. 
The utility of Applicant's invention has not been challenged, nor has the credibility of Applicant's assertions. However, what is asserted is, 
as stated previously, that Mkinase is somehow involved in the cell cycle. What is not disclosed, and what one of skill would not be able to 
determine from the instant disclosure, is how it is involved. Thus, contrary to Applicant's assertions, the artisan would not know how to 
use it to screen for modulators, because such an artisan would not know what activity would be expected to be modulated. Applicant has 
provided no guidance to allow one of skill in the art to determine, without undue experimentation, whether activation or inhibition, or a 
more complex form of modulation, is to be expected. The artisan would not know what was to be measured or how such measurements 
would be affected. Thus, one of skill would have to determine precisely how Applicant's invention functioned in order to use it. While art- 
recognized screens are provided by the specification, absent knov^ledge of the activity to be affected, this is not sufficient guidance to 
allow one of skill to predictably use Mkinase for any purpose, but is merely an invitation to use the current invention as a starting point 
for further experimentation. Thus, without further guidance, it would require undue experimentation for the skilled artisan to practice 
Applicant's invention . 
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